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MESSAGE; 

Please enter the attached Amendment. 



NOTICE 

The message andtor information which accompanlos this facsimOe cover sheet is Intended for the addressee named 
above only. If you are not the Intended recipient, please contact the sender by collect telophone at the 
number Indicated. You will be advised regarding the disposlUon of what you have received. The mis-dolivery of the 
messaao and/or information which accompanies this facsimile cover sheet is not intended to be and shall not 
conshtute a disclosure of trade secrets, of attorney work product or of an attomey-client communication. No waiver of 
any privilege is intended. Thank you for your attention to this matter. 



BOSTON HARTFORD NEWPORT NEW YORK P A I. M BEACH PROVIDENCE SHORTHILLS 
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Docket No, 48460 (70157) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant: A. Rosowsky 

Serial No.: 09/890,112 

Filed: July 26, 2001 
For: 



Examiner: T. McKen/Je 
Group Art Unit: 1624 



PHARMACEUTICALLY ACTIVE COMPOUNDS AND METHODS OF USE 
THEREOF 



Assistant Commissioner for Patents 
Washington, D.C« 20231 

AMENDMENT TRANSMITTAL 

1. Transmitted herewith is a Response to the Restriction Requirement for this application. 

STATUS 

2. Applicant is 

[X] a small entity. A statement: 

[ ] is attached, 

[ ] was already filed. 
[ ] other than a small entity. 



' ' CERTIFICATf- OF MAILINC/TRANSMISSION (37 C^F.B. J. 8(a)) 

I hcivby ccrtiiy Uial, on Ihe date shown below, this comjspondcncc is being: 
MAILING 



deposited with the United States Postal Service 
with sufficicjit postage as first class mail in an 
envelope Addressed to the Assi slant 
Commissioner for Patents* Washington, D.C. 
20231. 



Date: January 6. 2003 



FACSlMlMf: 



m transmitted to Technology Center 1 600 by 
facsimile (703-872-9306) to the Patent ajid 
Tradcnv^OfB 




InhnJi, Arpvandpr Ph D, 



{type or print ttame of person certifying) 



(Amendment TVansmittal— page 1 of 4) 
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EXTENSION OF TERM 

wrtTP- "F^cnsHon ofTlnui in Pptent Cases (Supplement Amendments) - If a timely and COt»plete response has been filed qfj^ a 
^mZo^^ZLton e^JJStime Is not n^uirad to permit fiUng and/cr entry of on additio.1 an,endment 
after expiration oftlte shortened statutory period. 

If a timeW re^Donse Im beenfded after a Final Office Action, an extension of time Is required to permit filing md/or entry 

fj^fZlZeffdri^poLpl^ in condition for allowance. Qfcc^e, if a No^'fofAPp^lh,^ 

Z^filcd Zinic shortZcd Luton^ period, the period has ceased to nu,. " Notice ofDecend^ W, 1985 (1061 O.G. 
34-35). 

NOTE- See 37 CFJi § 1.645 for a^lmio,^ of time In interference proceedings, and 37 CF.R. § I.SSO(c)for .extensions ofUme In 
reexamination proceedings. 

3. The proceedings herein are for a patent applicaUon and the provisions of 37 CJP.R. § 1.136 apply. 

(cottiplefe (a) or (b), as applicable) 

[] Applicantpetitions foranextcnsion of time under 37 C.FJI.§ 1.136 

(fees: 37 C.F.R. § 1 .17(a)(l)-(4)) for ^ total number of months checked below: 

Extension Fee for other than Fee for 

(months) smflllr n lil y f"?^ 

[] one month $ UO.OO $ 55.00 

two months $ 380.00 $ 90.00 

throemomhs S 890.00 $ 445.00 

fourmonths $ 1.360.00 $ 680.00 



[ ] 
[] 



Fee: S . 



If an additional extension of time is required, please consider this a petition therefor. 

(check and complete the next item, if applicable) 

[ 1 An extension for months has already been secured. The fee paid therefor of 

$ is deducted from the total fee due for the total months of extension now 

requested. 

Extension fee due with this request $ 

OR 

(b) [X ] Applicant believes that no extension of term is required. However, this conditional 
pcUtion is being made to provide for tiie possibility that applicant has inadveitcnUy 
overlooked the need for a petition for extension of time. 



(Amendment Tran.<!tnittal--pagc 2 of 4) 
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FEE FOR CLAIMS 

4. The fee for claims (37 CJ.R. § l.l6(b)-(d)) has bcca calculated as shown below: 



OTHER THAN A 





rrol 7^ frol.3-iSMATXENTrrY 


SMALL ENnriTY 


Claims 
Remaining 

After 
Amendment 


Highest No. 
Previously Present 
Paid For Extra 


Addit. 
Rate Fee 


Addit 

OR Rate Fee 


Total Minus 


20 


x$9= $0 


x$18- $ 


Indep. Minus 


3 


x$39- $0 


x$78= S 


( ] First Presentation of Multiple Dependent Claim 


+ $130= $0 


+ $260= $ 






Totol 

Addit. Fee $ — iLQQ 


OR Total 

Addit. Fee $ 



* If the entry in Col. 1 Is less than the entry in Col 2, write in Col. 3, 

If the '•Jiifihcst No. Previously Paid For" IN THIS SPACE is less than 20, enter 20 . 

Iflhc"Hifihc3tNo.PreviouslyPaidFormTHlSSPACEislcssihan3,c^^^ , _ 

The "Highest No. Previously Paid For^ (Total or Indep.) is the hifihcst number found in the appropnatc box in CoL 1 of a 
prior amendment or the number of clainis originally filed. 

WARNiNG^ "AJier final rejection or action (§ UJ3) amendments may be made canceiins claims or complying with any 
r^.^irenient of form wliich has bc^n made. "57 CF-R^ § LUC(a) (emphasis added), 

(complete (c) or (d), as applicable) 

(c) [X ] No additional fee for claims is required, 

OR 

(d) [ 1 Total additional fee for claims required $ ^ 

FEE PAYMENT 
5, [ 1 Attached is a check in the sum of $. 



[ ] Charge Account No. _ the sum of $. 

A duplicate of this transmittal is attached. 



(Amendment Transmittat— page 3 of 4) 
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FEE DEFICIENCY 

NOT£- If there h afie deficiency and there /* no auiherixatlon to charge an account, additional fees are nectary to cover 
LadditioLltZconZmcdinmakin8uptheonsinald<f,Cie.,cy.(r,hemaxim^^ 

before the deficiency b noted and corrected, the application is held abandoned In those Instances where authomaim 
to charge is included, processing delays are encountered in returning the papers to the PTO Finance Branch m order 
to apply these charges prior to action on the cases. Authorization 10 charge the deposit account for any fee deficiency 
should be checked. See the Notice qf April 1. 19S6, (I06S O.G. 31-33). 

6 [X1 If any additional extension and/or fee is required, cliargc Account No — 040105. 

AND/OR 

pC] If any additional fee for claims is required, charge Account No. 04-110 5. 

Respectively submitted. 



January 6, 2003 

By: 



Dike, Bronstcin, Roberts & Cushman 
Intellectual Property Pnictice Group of 
Edwards & Angell, LLP 
P.O. Box 9169 
Boston. MA 02209-4280 
Telephone (617) 517-5555 

121 14i ) 




21874 

PArb^^rTRAa£UARK OFPlCS 
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Docket No. 48460 (70157) 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
APPLICANT: ARosowsky 

SERIAL NO: 09/890,112 EXAMINER: T.McKcnzie 

FILED: July 26. 2001 GROUP: 1624 

POR: PHAKMACEUTICALLY ACTIVE COMPOUNDS AND METHODS OF USE 

THEREOF 

ASSISTANT COMMISSIONER FOR PATENTS 
WASHINGTON, D.C. 20231 

CERTlFlCATtt OF FACSIMILE TRANSMISSION 

I hereby certify this paper (along with any paper rcfcnod to os being attached or enclosed) is being transmitied by 
facsimile to Croup 1600 of the U.S. Patent & Trademark Omce by focsimilCjjuiT^Fa^'ST^Mj^ on W^2WM. 

By; 




ShiiB. Alexander, Ph.D. 

Sir: 

RKS yONSE TO RESTRICTION REQUIREMENT 

Applicants ai« in receipt of the Office Action dated I>cccmber 5, 2002 in connection with 
the above-identified application. Kindly amend the application as follows: 

REMARKS 

Applicants respectfully traverse the restriction requirement. 

Applicants believe Uiat the restriction set forth by the Examiner fails to classify several of 
the groups of compounds provided by the independent claims. In particular, compounds of claim 
1 in which X is nitrogen and Z is optionally substituted ethylene (e.g., compounds comprising a 
dihydrodibenzoazepine group) or optionally substituted azaniethylcne (e.g., compounds 
comprising a dihydrodibcnzodiazepinc group) do not appear to be included in any of the Groups 
set forth in the Restriction Requirement 
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U.S.S.N.: 09/890,112 
Page 2 

It is believed that multiple groups could be searched and examined together without 
undue burden. For instance, compounds of Groups II-VII and compounds having a 
dihydtodibcnzoazepine or dihydrodibenzodiazepine group share a common core structure, e.g., a 
diphenylamuio group having a linker group between the phenyl rings. More particularly, these 
compounds comprise a group of the slructurc: 



where Z is O, S, optionally substituted nitrogen, optionally substituted methylene, 
optionally substituted ethylene ('CH2CH2-), optionally substituted vinyl (-CH-CH-), optionally 
substituted azamcthinyl (-N=CH-), or optionally substituted azamethenyl (-NHCH2-), 

As such, the compounds in Groups II-VII and compounds having a 
dihydrodibcnzoazepine or dihydrodibenzodiazepine group possess a common ring structure 
which can be effectively searched using a substructure search query in one or more standard 
electronic chemical databases. Applicants believe diat searching these additional groups of 
compounds will not pose an additional burden on the Examiner and request the combined 
examination of Groups Il-Vll, 

Applicants further request that the Examiner search, in combination with compounds of 
Groups U-VU, compounds of Groups Vni-Xn in which X is carbon. Applicants believe that the 
complexity of a prior art search to be carried out by the Examiner will not increase significantly 
from the consideration of compounds of Groups TI-VII to consideration of compounds of groups 
n-XII. Moreover, Applicants believe that the inclusion of compounds having X = carbon can be 
incoiporated into the same substructure search queries required for the search of one or more of 
Groups II- Vll. Thus the combination of Groups Il-Xll will not place an undue burden upon the 
Examiner to search the related art. 




Received from < 617 439 4170 > at 1/«103 5:51:53 PM [Eastern Standard Time] 



JAN-06-2003 HON 05:57 PM EDI 




iS & ANGELL 



FAX NO. 61 



■ft 



9 4170 



A. Rosowsky 
U.S.S.N.: 09/890,112 
Page 3 

Reconsideration of the Restriction is earnestly solicited. 

Nonethclcss, to provide a complete response, Applicants provisionally elect Group HI. 
drawn to compounds comprising a dibenzazepinc groups. In the absence of rejoinder of Groups 
n-Xn, or alternatively Groups 11 and IV-VII, with Group III. AppHcants request that compounds 
comprising a dihYdrobenzazepine group, which were not included in any of the Groups defined 
by the Examiner, be incorporated into Group III. 

This election is being made solely to comply with the Restriction Requirement and the 
right to file divisional applications on non-clccted subject matter is reserved. 

Alternately, Applicant request that rejoinder of some, if not all, of the remaining groups 
be considered by the Examiner following the search of the elected group (Group HI). 

Early consideration and allowance of the application are earnestly solicited. 




January 6, 2003 




Ihlellectual Property Practice 
Edwards & Angell, LLP 
P.O. Box 9169 



Boston, MA 02209 
Tel: 617-517-5557 
Fax: 617-439-4170 
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